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The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or 
in public use or on sale in this country, more than one year prior to the date of application for 
patent in the United States. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious 
at the time the invention was made to a person having ordinary skill in the art to which said 
subject matter pertains. Patentability shall not be negatived by the manner in which the invention 
was made. 

Claims 1-7 are rejected under 35 U.S.C. 102(B) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Frechet (U.S. Patent No. 
5,334,310). The claims are considered to read on Frechet (U.S. Patent No. 5,334,310). 
However, if a difference exists between the claims and Frechet (U.S. Patent No. 
5,334,310), it would reside in optimizing the elements of Frechet (U.S. Patent No. 
5,334,310). It would have been obvious to optimize the elements of Frechet (U.S. 
Patent No. 5,334,310) to enhance separation. 

Claim 6 Is rejected under 35 U.S.C. 103(a) as being unpatentable over Frechet 
(U.S. Patent No. 5,334,310) in view of Hatch (U.S. Patent No. 6,238,565). At best, the 
claim differs from Frechet (U.S. Patent No. 5,334,310) in reciting the monolith is 
preformed. Hatch (U.S. Patent No. 6,238,565) (column 8, line 62-65) discloses that a 
monolith may be polymerized in situ within a tube or formed outside a tube and then 
inserted by any suitable means. It would have been obvious to use a preformed 
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monolith in Frechet (U.S. Patent No. 5,334,310) because Hatch (U.S. Patent No. 
6,238,565) (column 8, line 62-65) discloses that a monolith may be polymerized in situ 
within a tube or formed outside a tube and then inserted by any suitable means. 

Claims 1-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over each 
of Leavesley (U.S. Patent No. 5,601,708), McDonald (U.S. Patent No. 4,250,035), and 
Conroy (WO 97/43024) in view of either Frechet (U.S. Patent No. 5,334,310) or Hatch 
(U.S. Patent No. 6,238,565). At best, the claims differ from each of Leavesley (U.S. 
Patent No. 5,601,708), McDonald (U.S. Patent No. 4,250,035), and Conroy (WO 
97/43024) in reciting use of a monolith inside the vessel. Frechet (U.S. Patent No. 
5,334,310) (column 3, lines 51-57) discloses that monoliths have the advantages of 
compactness, a very high permeability ratio, and very high column efficiency relative to 
a packed column. Hatch (U.S. Patent No. 6,238,565) (column 4, lines 15-30) discloses 
that monoliths have the advantages of ease of manufacture, lack of bead shifting, and 
at least 58% better resolution relative to a packed column. It would have been obvious 
to use a monolith in each of Leavesley (U.S. Patent No. 5,601,708), McDonald (U.S. 
Patent No. 4,250,035), and Conroy (WO 97/43024) either because Frechet (U.S. Patent 
No. 5,334,310) (column 3, lines 51-57) discloses that monoliths have the advantages of 
compactness, a very high permeability ratio, and very high column efficiency relative to 
a packed column or because Hatch (U.S. Patent No. 6,238,565) (column 4, lines 15-30) 
discloses that monoliths have the advantages of ease of manufacture, lack of bead 
shifting, and at least 58% better resolution relative to a packed column. 
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Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over each of 
Leavesley (U.S. Patent No. 5,601,708), McDonald (U.S. Patent No. 4,250,035), and 
Conroy (WO 97/43024) in view of eitlner Frechet (U.S. Patent No. 5,334,310) or Hatch 
(U.S. Patent No. 6,238,565) as applied to claims 1-7 above, and further in view of Hatch 
(U.S. Patent No. 6,238,565). At best, the claim differs from each of Leavesley (U.S. 
Patent No. 5,601,708), McDonald (U.S. Patent No. 4,250,035), and Conroy (WO 
97/43024) in view of either Frechet (U.S. Patent No. 5,334,310) or Hatch (U.S. Patent 
No. 6,238,565) in reciting the monolith is preformed. Hatch (U.S. Patent No. 6,238,565) 
(column 8, line 62-65) discloses that a monolith may be polymerized in situ within a tube 
or formed outside a tube and then inserted by any suitable means. It would have been 
obvious to use a preformed monolith in each of Leavesley (U.S. Patent No. 5,601,708), 
McDonald (U.S. Patent No. 4,250,035), and Conroy (WO 97/43024) in view of either 
Frechet (U.S. Patent No. 5,334,310) or Hatch (U.S. Patent No. 6,238,565) because 
Hatch (U.S. Patent No. 6,238,565) (column 8, line 62-65) discloses that a monolith may 
be polymerized in situ within a tube or formed outside a tube and then inserted by any 
suitable means. 

The remarks urge patentability based upon the allegation that Frechet (U.S. 
Patent No. 5,334,310) does not disclose a monolith in a flexible tube. However, Frechet 
(U.S. Patent No. 5,334,310) discloses a monolith on column 3, lines 9-13 and a tube 
with flexibility on column 4, lines 29-30. In addition, use of a monolith in a flexible tube 
is disclosed to be prior art in Frechet (U.S. Patent No. 5,334,310) on column 2, lines 43- 
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52. An example of a monolith in a flexible tube is disclosed in Comparative Example A 
on column 12, lines 6-1 9. 

The remarks urge that column 4, lines 29-30 of Frechet (U.S. Patent No. 
5,334,310) is a teaching away from flexibility. However, teaching "Although the tube 
may have a limited amount of flexibility, it must be substantially rigid so that there is 
substantially no change in volume of the tube during the polymerization reaction" is not 
considered to be a teaching away. The teaching is considered to be guidance for how 
to make a flexible tube. 

The remarks urge that Frechet (U.S. Patent No. 5,334,310) may have some 
mechanism to prevent his flexible tube from being deformable. However, no such 
structure is disclosed. Applicants' disclosed "flexible wall that is deformable by 
externally applied force so as to reduce a volume with said vessel" is the same as 
Frechet (U.S. Patent No. 5,334,310), namely, a plastic tube. 

The remarks urge that Frechet (U.S. Patent No. 5,334,31 0)'s Comparative 
Example A is inoperative. However, a fair reading of Frechet (U.S. Patent No. 
5,334,310)'s Comparative Example A and the immediately following claim 1 would 
indicate that good results would have been achieved if pores having diameters greater 
than about 600 nm were present. 

The remarks appear to urge that there is no motivation to combine each of 
Leavesley (U.S. Patent No. 5,601,708), McDonald (U.S. Patent No. 4,250,035), and 
Conroy (WO 97/43024) with either Frechet (U.S. Patent No. 5,334,310) or Hatch (U.S. 
Patent No. 6,238,565). However, Frechet (U.S. Patent No. 5,334,310) (column 3, lines 
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51-57) discloses that monoliths have the advantages of compactness, a very high 
permeability ratio, and very high column efficiency relative to a packed column. Hatch 
(U.S. Patent No. 6,238,565) {column 4, lines 15-30) discloses that monoliths have the 
advantages of ease of manufacture, lack of bead shifting, and at least 58% better 
resolution relative to a packed column. Motivation exists to use a monolith in each of 
Leavesley (U.S. Patent No. 5,601,708), McDonald (U.S. Patent No. 4,250,035), and 
Conroy (WO 97/43024) either because Frechet (U.S. Patent No. 5,334,310) (column 3, 
lines 51 -57) discloses that monoliths have the advantages of compactness, a very high 
permeability ratio, and very high column efficiency relative to a packed column or 
because Hatch (U.S. Patent No. 6,238,565) (column 4, lines 15-30) discloses that 
monoliths have the advantages of ease of manufacture, lack of bead shifting, and at 
least 58% better resolution relative to a packed column. 

Any inquiry concerning this communication should be directed to E. Therkorn at 
telephone number (571 ) 272-1 149. The official fax number is (703) 872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status Information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status Information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
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you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). ^^^QiisJi^tJ 

Ernest G. Therkorn 
Primary Examiner 
Art Unit 1723 

EGT 

June 10, 2004 



